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INTELLECTUAL PROPERTY FOR THE OCCASIONAL IP PRACTITIONER 
Douglas Barr, Amy Cahill and Dana R. Howard 

 
 
 
I. OVERVIEW 
 

A. The Topics that Will Not Be Covered 
 

1. Prosecution/registration issues.   
 

What happens when your client says, "I want to get a patent 
on my new exercise program Beastmode?"  We will not be 
covering how to apply for or register a patent, trademark or 
copyright for your client.  But, we do want to help you 
communicate better with your clients about intellectual 
property issues and understand the different types of 
intellectual property rights.   

 
a. Does your client want to trademark "BEASTMODE" 

as the name of his or her exercise program?  
Trademarks are distinctive symbols and words used 
to identify goods or services in commerce.   

 
b. Does your client want to patent the inventive steps of 

his or her new workout?  Patents cover useful, novel, 
nonobvious products, processes and compositions.  
(High kicks and lunges are not patentable).   

 
c. Does your client want to copyright the choreography 

used in his or her workout program or a video of the 
program?  Copyrights protect original and creative 
expressions such as works of art, music, text, 
compilations and software.   

 
2. Trade secrets and rights of publicity.   
 

We will not cover any issues relating to trade secrets and 
rights of publicity.  Many states have statutes relating to both 
trade secrets and rights of publicity.  The Federal Lanham 
Act also has provisions relating to rights of publicity, but they 
tend to be more limited than state rights.   

 
3. In-depth, technical or specific aspects of patent, copyright or 

trademark law or highly detailed litigation issues.    
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B. Topics We Will Cover   
 

We will focus on general strategies and practice tips for the non-IP 
lawyer who confronts the following situations: 
 
1. A client who says "Can you make them take that down?" – 

Basic strategies and practice tips for helping your clients 
enforce their IP rights. 

 
2. A client who says, "I got this letter today.  I've never heard of 

these people.  It says I have to pay them $10,000."  Basic 
strategies for responding to/defending against allegations of 
infringement in a cease and desist letter. 

 
3. A client who asks, "Is it okay if I post this picture/video on my 

website?”  Basic strategies and tips for advising clients on 
fair use. 

 
II. BASIC STRATEGIES AND TIPS FOR ADVISING YOUR CLIENTS ON 

HOW TO ENFORCE THEIR IP RIGHTS 
 

A. Source of Rights to Enforce 
 

1. Copyrights.  
 

Federal copyright law protects against the unauthorized 
reproduction, derivative work, distribution of copies, public 
performance and public display of protected works.  
Available damages include actual amount of damages and 
profits, attorney fees and court costs, injunction to stop the 
infringing acts and impounding the illegal works.  In addition, 
if the works are registered, statutory damages ($200-
$150,000) and criminal sanctions are available.   

 
2. Trademarks. 
 

The Lanham Act protects against the unauthorized use in 
commerce of a mark in connection with the sale or 
advertising of goods or services.  The focus is on the 
likelihood of confusion created by the unauthorized use.  
Available damages include injunctive relief, actual damages 
and statutory damages.  Although monetary damages are 
available, the preferred remedy is injunctive relief and 
monetary damages are historically more difficult to obtain.    
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3. Patent. 
 

The Patent Act protects against any use of a patented 
invention, regardless of whether the user knew about the 
patent or not.  Damages include injunctive relief, actual 
damages, statutory damages, and attorney fees.    

 
B. The Art of the Cease and Desist Letter 
 

1. Assessing the nature and extent of your clients' IP rights. 
 

a. Review any registrations, filings, applications.   
 

i. http://apps.sos.ky.gov/business/trademarks/. 
 
ii. http://www.uspto.gov/. 
 
iii. http://www.uspto.gov/trademarks/index.jsp. 
 
iv. http://www.uspto.gov/patents/index.jsp. 
 
v. http://www.copyright.gov/. 
 

b. Determine the nature and extent of your clients' use of 
IP. 

 
i. Commercial v. noncommercial. 
 
ii. Geographic territory. 
 
iii. Duration. 
 

c. Review any license agreements and/or assignment 
agreements that your client may have. 

 
d. Review any settlement agreements. 
 
e. Review other types of agreements or possible 

sources of rights, e.g., agreements regarding the sale 
of a company, merger agreements, etc. 

 
f. Ask about and review any court pleadings from other 

possible enforcement actions.  
 

2. Perform a thorough investigation of the alleged infringement 
before sending any letter.  Gather information about Who? 
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What? When? Where? Why? and What happened right 
before the infringing event? 

 
3. Determine the tone and purpose of the letter based upon the 

assessment of the clients' rights (i.e., the strength of the 
rights) and the information gathered about the infringer and 
infringing act.   

 
a. Decide whether the letter needs to have a gentle or 

aggressive tone.  Is the infringer a competitor, 
potential customer, end user, Facebook friend?  Is 
this a David v. Goliath scenario?  Depending upon 
whether you decide an aggressive or gentle approach 
is required, consider appropriate language choices, 
such as:  

 
i. "As you know …" versus "As you may be 

aware …" 
 
ii. "We demand …" versus "We request …" 
 
iii. "Your use violates my client's rights …" versus 

"It appears your use may violate my client's 
rights …" 

 
iv. "Our investigation conclusively demonstrates 

…" versus "We are currently investigating 
whether …"    

 
v. "My client has authorized me to file a lawsuit 

…" versus "We are considering all available 
options …" 

 
b. Set forth clear, specific demands/requests. 
 

i. Consider using an enumerated list of demands 
set off from the rest of the letter. 

 
ii. Provide reasonable deadlines for compliance 

with demands. 
 

c. Include citations to the applicable law where 
appropriate. 
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d. Consider whether a telephone call or business to 
business meeting (without lawyers) may be more 
appropriate. 

 
4. Benefits/risks of sending a cease and desist letter. 
 

a. Benefits include possibility of quick, efficient 
resolution; a written record; increased chances of a 
finding of willfulness if the infringer does not cease the 
activities (and therefore enhanced damages if 
litigation becomes necessary). 

 
b. Risks include the possibility that alleged infringer will 

file an action for a declaration of non-infringement in a 
venue more favorable to infringer or that the infringer 
will initiate cancellation proceedings (for trademarks 
or copyrights) or inter partes review proceedings (for 
patents) in USPTO.  

 
c. Risks of not sending letter include the potential 

inability to enforce rights later due to waiver, laches or 
abandonment, or at least the inability to later obtain 
an injunction.  As a practical matter, waiver, laches 
and abandonment are more commonly found in 
intellectual property cases than other types of 
litigation.  Likewise, selective enforcement of rights 
may also result in a loss of rights.   

 
5. Alternatives. 

 
a. License agreements are agreements that grant a 

party certain defined intellectual property rights 
typically in exchange for a royalty or some other 
payment.  A covenant not to sue for infringement may 
also be considered a license agreement.   

 
b. Coexistence agreements are agreements that set 

forth the terms and conditions on which two or more 
(typically two) different parties agree to 
simultaneously use the same trademark. 

 
c. Litigation. 
 

i.  May be necessary to maintain rights. 
 
ii.  Costly; almost always involves experts. 
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6. Social media and online enforcement issues. 
 

a. In exchange for immunity from infringement actions 
under the Notice and Take Down/Safe Harbor 
provision of the Digital Millennium Copyright Act, 
many internet service providers and social media 
sites provide procedural mechanisms for requesting 
and having copyright protected materials removed 
from the site.  (The Act applies to copyright but courts 
have consistently applied the same principle to 
trademarks.) 

 
b. Many clients confuse intellectual property rights with 

their rights not to be defamed and often ask how to 
have defamatory statements removed from a website 
or social media site.  Removing defamatory remarks 
from a social media site or website that provides user 
generated content is more difficult than having 
copyright protected works or trademarks removed.  
The Communications Decency Act, 47 U.S.C. 
§230(c)(1), generally provides that the website host or 
internet service provider cannot be held liable for 
defamatory comments posted on the website/blog by 
others.  It states: "No provider or user of an interactive 
computer service shall be treated as the publisher or 
speaker of any information provided by another 
information content provider."  There are certain 
exceptions where the host or internet service provider 
exercises control over the comments posted.  The 
CDA preempts inconsistent state law including state 
defamation law.  The CDA is not a defense against 
claims of copyright, trademark or patent infringement.   

 
c. Case regarding lawyer who circumvented the CDA 

and used copyright and the DMCA to have a 
defamatory remark on blogging site Ripoff Report 
removed.  Richard A. Goren v. John Doe and Steven 
DuPont, Commonwealth of Massachusetts, Superior 
Court, CA # 2012-4121-H and Small Justice LLC v. 
XCentric Ventures LLC, Civil Action 13-cv-11701, 
2014 WL 1214828 (D. Mass. Mar. 24, 2014). 
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d. Social media policies and terms of service/terms of 
use. 

 
i. Facebook and other social media sites allow 

poster to retain rights to IP.  Some social 
media or blogging sites, however, provide that 
a poster assigns his or her rights in the 
contents of the post to the social media site.   

 
ii. By agreeing to terms of service/use, poster 

grants a non-exclusive, transferable, royalty 
free license to Facebook (and possibly other 
social media sites).  Other social media sites 
have similar terms and conditions.  Whether a 
license is also granted to other users of the site 
is a different issue.  Pinterest expressly 
provides that its users give a license to other 
users.  Facebook's policy is not as clear.  

 
iii. Most social media sites have TOS/TOU 

policies that prohibit infringement of third party 
IP and privacy rights and violation may prevent 
future use of sites. 

 
iv. Most social media sites have well-defined 

notice and take down procedures that provide 
a most efficient, effective first step in protecting 
intellectual property rights.   

  
III. DEFENDING AGAINST ALLEGATIONS OF INFRINGEMENT 
 

A. Patent and Copyright Trolls (non-practicing entities) 
 

1. What are trolls?  What do they do? 
 

a. There are definitional difficulties.  Not all NPEs are 
bad actors.   

 
b. The particular actions and business model of the NPE 

determines whether it is engaging in troll-like 
behavior.  One typical image of a troll is a company or 
entity that purchases or acquires patents with no 
intention of putting the patented inventions into 
practice or using the invention to further its business.  
Rather, the troll's business model is based upon suing 
or threatening to sue many others who may or may 
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not be infringing the patents with the expectation that 
most would prefer to pay the troll a settlement than 
undergo very expensive patent litigation.  Although 
trolls are traditionally associated with patents, in the 
previous few years, copyright trolls have emerged.  

 
2. Before you respond to a threatening letter from a troll … 
 

a. Assess clients' rights; trolls' claimed rights; nature of 
infringement allegations against client.  

 
b. Use Pacer, Google, or other search engine to 

research specific troll's litigation patterns. 
 

3. Strategies for advising clients on how to respond to trolls. 
 

a. The do-nothing approach may actually be best. 
 
b. Negotiate a quick settlement. 
 
c. Aggressively fight back.  (e.g., Malibu Media v. John 

Doe, 2014 WL 1457862 (M.D. Fla., Apr. 15, 2014)) 
 

4. Recently, there has been new legislation enacted and 
proposed legislation, both state and federal, that is targeted 
at deterring and preventing trolls from asserting frivolous 
claims.  There have also been actions brought by the FTC 
regarding trolls based upon unfair and deceptive practices.   

 
   a. Congressional action. 
 

i. SHIELD Act (HR 6245). 
 
ii. End Anonymous Patent Act (HR 2024). 
 
iii. Patent Quality Improvement Act (S 866). 
 
iv. Patent Abuse Reduction Act (S 1013). 
 
v. Patent Litigation and Innovation Act (HR 2639). 
 

b. State laws and proposed laws. 
 

i. Vermont statute, 9 V.S.A Chapter 120. 
 
ii. Oregon statute. 
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iii. Kentucky Senate Bill (SB 116). 
 
iv. Proposed Revenge Porn Bill (HB 130). 
 

c. Cases. 
 

i. FTC v. MPHJ Technology Investments, LLC, 
et. al., U.S. District Court, Western District of 
Texas, Case No. 6:14-CV-00011-WSS (FTC 
sues company and its lawyers for allegedly 
engaging in nationwide deceptive practices in 
sending out massive numbers of threatening 
letters in bad faith.) 

 
ii. MPHJ Technology Investments, LLC v. FTC, 

et. al., U.S. District Court, Western District of 
Texas, Case NO. 6:14-CV-00011-WSS.  
(Company sues FTC complaining that FTC's 
investigation and tactics are outside the law 
and include an effort to deprive the company, 
and those like it, of counsel.)   

 
d. Issues involved in taking action against trolls. 
 

i. First Amendment. 
 
ii.   Noerr-Pennington Doctrine. 
 
iii. Preemption. 
 

5. Some of the same strategies apply when there is a cease 
and desist letter from practicing entities. 

 
B. Responding to/Appealing Take-Down Notices Online   
 

There are procedures set forth under many social media 
notice/take down policies for a poster to appeal a claim that its post 
violates another's intellectual property rights.   

 
IV. ADVISING CLIENTS ON WHEN THEY MAY USE PROTECTED WORKS 

– FAIR USE 
 

A. Fair Use Doctrine applies to Copyrights and Trademarks but not 
Patents 
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B. Fair Use Encompasses First Amendment Defense to Copyright and 
Trademark Infringement Claims 

 
C. Fair Use – Copyright 
 

1. Statutory basis is 17 USC §107. 
 
2. Whether a use is a fair use is not black and white, even if the 

use is for a purely educational purpose.  The determination 
of fair use is made on case-by-case basis considering the 
following factors: 

 
a. Purpose and character of the use. 
 

i. Commercial v. non-profit education. 
 
ii. A direct economic benefit not necessary to be 

commercial use – stand to profit from use, e.g., 
generate internet traffic. 

 
b. Transformative v. infringing derivative work. 
 

i. Transformative adds something new with a 
further purpose. 

 
ii. Perfect 10, Inc. v. Amazon.com, Inc., 508 F.3d 

1146 (9th Cir. 2007) (Google's use of 
thumbnail images to create index of websites 
for search engine not infringement). 

 
c. Nature of work – factual v. creative. 
 
d. Amount and substantiality of copyrighted work. 

 
3. There are special statutory exemptions from copyright 

infringement for certain activities associated with educational 
institutions, online educational programs and theological 
programs, 17 USC §110.   

 
4. Attributions of credit may be helpful in a finding of fair use (or 

at least suggest non-willfulness), but they are not 
determinative.   
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D. Fair Use – Trademark 
 

1. Statutory basis is 15 USC §1115(b)(4) which exempts uses 
"other than as a mark."  

 
2. Fair use in dilution cases is codified at 15 USC §1125(c). 
 

a. Comparative advertising. 
 
b. Parody, criticism, commentary. 
 
c. Noncommercial use. 
 
d. News reporting and commentary. 
 

3. Nomative fair use, New Kids on the Block v. New America 
Pub., Inc., 971 F.2d 302 (9th Cir. 1992) 

 
4. Fair use under the Anticybersquatting Consumer Protection 

Act, 15 USC §1125(d)(1)(B)(ii). 
 
V. CONCLUSION/WRAP UP/QUESTIONS 
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